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Office Action Summary 



Application No. 
09/351.747 



Applicant(G) 



m- 



Skilled et al. 



Examiner 



David Jung 



Art Unit 

2176 




_ no MAIUNG DATE of this communication appears on the cover sheet with the correspondence address - 

' A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE __3 MONTH(S) FROM 

flZrJn*, wiThin ttolet or extended period for reply will, ty statute, cause the applicator to become «J ANDONED (36 U.SX. 5 133). 
i aV^ ™«^ the ioe lato, than three month, after the mailing date of tn» com^nkartion. even if t.mef, <M may reduce an, 

earned patent twm adjustment. See 37 CFR 1.704(b). 

Status 

1)53 Responsive to communication(s) filed on Apr 9, 2003 — 

2a) □ This action is FINAL. 2b) 53 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) 53 Claim(s) 1-19. 29-79, and 86-113 ; is/are Pending in the application 

4a) Of the above, claim (s) . 

5) D Claim(s) \ 



6) 53 Claim(s) 1-19. 29-79, and 86-113 

7) D Claim(s)_ 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)D The specification is objected to by the Examiner 

1 0)O The drawing(s) filed on 



is/are a)D accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held, in abeyance. See 37 CFR 1 .85(a), 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 19 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rufe 17.2(a)). 
♦See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
\ a)D The translation of the foreign language provisional application has been received. 

1 5) O Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

1 ) 53 Notic< » of Reference* Cited (PTO-892) 4) □ Interview Summery (PTO-41 3) Paper No(b). . 

2) Q Notice of frertaporaon's Potent Drawing Review iPTO-9+8) 5| □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement[s) (PTO-1 449 1 Paper No(a]. 6| □ Otner: 



U . S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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HI. DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments with respect to claims claims 1-19, 
29-79, 86-113 have been considered but are moot in view of the 
new ground (s) of rejection. 

2. As is noted at pages 27-28 , Appplicant asserts that Blount 
reference (from PointCast) teaches all but " searching a data 
network based upon a search argument, correlating the search 
argument to a particular advertisement, displaying search 
resualts with the particular advertisement" within the context of 
other limitations. 

3. That feature was already well known before the filing of the 
parent application of this application. Mr-. Danny Sullivan (a 
noted commentator on commercial search engines) noted this as not 
merely well known . but even having "caused some controversy." One 
may note that the controversy (which is political) is not a 
controversy involving technology per se. This is noted in his 
very first issue of "The Search Engine Report" which is dated 
July 23, 1996. This is fully a half year (unquestionably a long 
time in the era of the Internet Revolution) before the filing 
date of the parent application of this application. 
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4. Mr. Sullivan's very first issue is relied on in the new 
rejections. His next two issues are also cited (although not 
relied upon) because the first three issues are all before the 
filing date of the parent application of this application. 

Claims Presented 

5. Claims 20-28 and 80-85 have been cancelled. 

6. After such cancellation of claims, claims 1-19, 29-79, 86- 
113 are presented for examination. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) forms the 
basis for all obviousness rejections set forth in this Office 
action: 

(a) A patent may not be obtained though the . invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8. Claims 1-113 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blount et al. (EP 0749081. Al, cited by 
Applicant in the parent case, hereinafter also referred as 
"Blount" ) . 
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9. In regard to claim 1, Blount teaches "a method of providing 
advertiesraents to a user searching for desired information within 
a data network, comprising the steps of: 

receiving, from the user, a search request including a 
search argument corresponding to the desired information (page 9, 
table '1, selections); 

searching, based upon the received search argument, a first 
database having data network related information to generate 
search results (page 9, table 1, selections); 

. .. a particular advertisement in a second database having 
advertisement ... (page 12, table 2, database update, 
advertisement); and 

providing the search results together with the particular 
advertisement (page 13/ table 2, server sends requested items to 
client) . . . ." 

10. These passages of Blount are not explicit about providing 
the results "to the user." 

11. It is well known in the. art to provide results (such as that 
sent from server to the client) to the user for the motivation of 
user access. It would have been obvious at the time of the 
claimed invention to modify Blunt to provide results "to the 
user" as in claim 1 for the motivatin noted above. 
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12. These passages of Blount are " correlating the received 
search argument to ... related information." 

13. Sullivan teaches * correlating the received search argument 
to . . related information (i.e. "Open Text sells keywords You 
can have your site appear in the top listing" for the motivation 
of commercial profit (i.e. "for $2000 and up"). 

1.4.. It would have been obvious at the time of the claimed 
invention to combine Blount and Sullivan to have "correlating the 
received search argument to . . . related information" as in claim 1 
for the motivatin noted above. 

15. Regarding claims 2-19, 29-79, 86-113, these claimed 
inventions are well known in the art for the motivation of 
finding data for electronic commerce. For example, the anecdotal 
enhancements of claim 106 are well. known for the motivation of 
enhancing electronic commerce. As another example, the search 
engine of claim 94 is. well known for the motivation of finding 
data for electronic commerce. 

Conclusion 

16. The art made of record and not relied upon is considered 
pertinent to applicants disclosure. 

17. As noted in the previous paragraphs, Mr. Sullivan's very 
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first issue is relied on in the new rejections. His next two 
issues are also cited (although not relied upon) because the 
first three issues are all before the filing date of the parent 
application of this application. 



Points of Contact 



18. 



Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



Washington, . D.C. 202.31 



or faxed to: 



(703) 308-9051, (for formal communications 



intended for entry) 



Or: 



(703) 305-9731 (for informal or draft 
communications, please label' "PROPOSED" or 
"DRAFT") 
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Hand-delivered responses should be brought to Crystal Park II, 
2121 Crystal Drive, Arlington. VA.,. Sixth Floor (Receptionist). 
Any inquiry concerning, this communication or earlier 
communications from the examiner should be directed to David Jung 
whose telephone number is (703) 308-5262 or Dov Popovici whose 
telephone number is (703) 305-3830. 



David Jung 



Patent Examiner 



